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EXPLANATORY MEMORANDUM

————————

Introduction

The purpose of the Patents (Amendment) Bill 2011 is to make the
necessary changes to the Patents Act 1992 to provide for the
ratification by Ireland of the London Agreement. The London
Agreement aims to reduce the cost to applicants of the patent
process by reducing the requirements to file translations of granted
patents under the European Patent Convention (EPC).

Background

The European patent is processed and granted by the European
Patent Organisation (EPO), an inter-governmental organisation
comprising of 38 Member States. Patent applications through the
EPO can be filed in one of its three official languages — French,
English or German. An application from an Irish applicant in English
is processed in English up to grant stage and this saves on translation
costs. However, following grant of the patent, the applicant must file
translations of the complete patent in whichever States are
designated for protection. The cost of these translations must be
borne by the applicant. The translation costs make up a very sizable
portion of the costs of acquiring a European patent, and, as a result,
the European patent is uncompetitive when compared to the cost of
obtaining US and Japanese patents. In order to reduce these costs,
an Inter-Governmental Conference in London in 2000 adopted the
London Agreement. The London Agreement entered into force on
the 1 May 2008, following the deposit of the instruments of
ratification and accession by 13 EPC Contracting States.

The London Agreement

The London Agreement sets out to reduce the cost to applicants
of the patent process, by reducing the requirement to file translations
of granted patents under the European Patent Convention. Under
the London Agreement, parties undertake to waive, entirely or
largely, the requirement for translations of European patents to be
filed in their national language. In effect, under the Agreement,
States with English, French or German as an official language will
dispense with translation requirements for the patent to come into
effect after grant. Ireland, having English as an official language,
would have to dispense with the requirement to seek a translation of
the detailed specification of European patents drawn up in French
or German into English. However, the claims (which are the core
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part of the patent that defines the limit of the monopoly) will be
available in English after grant.

Enactment of the Patents (Amendment) Bill 2011 will give effect
in Irish law to the London Agreement by dispensing with the
translation requirements provided for in Article 65, paragraph 1, of
the European Patent Convention.

PROVISIONS OF THE BILL

Section 1 provides for the definition of the term ‘‘Act of 2006’’ as
used in the Bill and also defines the meaning of the ‘‘Principal Act’’
as used in the Bill.

Section 2 provides for the deletion of Section 119(6), (7) and (8)
of the Principal Act. Section 119(6) provides that in the case of a
European patent designating the State, if the language of the patent
specification is not English (French and German being the other two
permissible languages of the EPC) a translation in English of the
specification must be filed in the Irish Patents Office and published
by the Controller under subsection (8) in order that the patent may
have effect in Ireland. Subsection (7) provides that where a
translation is not filed in accordance with subsection (6) the patent
is treated as void. These three subsections are now being deleted.

Section 3 provides for the repeal of Section 119A in its entirety.
Section 119(A) provides for the restoration of a patent where
translations are not filed under Section 119(6). Since the
requirements under Section 119(6) are deleted, the provisions set
down in this subsection are no longer applicable.

Section 4 amends section 121(2), which provides that where there
are proceedings before the Controller or the Court the authentic text
of the claims provided for under Section 119 and the claims of the
application provided for under Section 120 shall be the authentic text
(other than proceedings for the revocation of the patent) in the event
that the patent or application as translated would confer less
protection than that conferred by the first mentioned language.

The purpose of Section 121(2) of the Patents Act 1992 (which gives
effect to Article 70 of the EPC) is to make it clear that where there
are proceedings before the Controller or the Court (other than
proceedings for the revocation of the patent) the translation of the
specification provided under Section 119(6) or the claims, if
provided, under Section 120 is to be regarded as the authentic text.

Since Section 119(6) will be deleted reference to it in Section
121(2) must be removed. Since a translation of the claims will exist
as provided for under Rule 51(4) of the implementing rules of the
EPC, reference to this provision is made in the proposed text.

Section 5 provides for the short title, collective citation and
commencement provisions of the Bill.

Financial Implications of the Bill
This Bill has no direct financial implications for the Exchequer.

An Roinn Fiontar, Trádála agus Nuálaíochta,
Bealtaine, 2011.
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